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The United States Trade-Mark Association, organized in 1878 and incorporated 
in 1887 as a non-profit organization under the laws of the State of New York, 
performs the following services for its members: 


RESERVOIR OF TRADE-MARK INFORMATION 


During its sixty-two years of existence the Association has been accumulating comprehensive 
records, files and a general library of information on trade-mark matters. Members or their 
counsel have access to these records at any time. 


DISTRIBUTION OF TRADE-MARK INFORMATION 


From the trade-mark data on hand and constantly being gathered on state, federal and foreign 
law enactments, rules and regulations of administrative bodies, court decisions, articles and 
addresses by authorities, the Association by means of its formal publications, such as “The Trade- 
Mark Reporter,” “Master Index and Digest to the Trade-Mark Reporter (1911-1936),” and 
frequent “Special Reports,” distributes valuable and timely trade-mark information and discussion 
among its members. 


LEGISLATIVE ACTIVITIES 


In all cases where trade-mark owners are confronted by state, federal or foreign trade-mark 
laws, rules and regulations of administrative bodies or proposed laws deemed adverse to their 
interests, the Association places its facts and findings at the disposai of the trade-mark owners 
involved so that they can point out to lawmakers and others the harmful features and effects of 
such measures. Conversely, the same procedure is followed for measures deemed beneficial and 
constructive. 


SPECIAL SERVICES 


In addition to the foregoing general services the Association is prepared to perform various 
special services free for members, or at cost when outlays of money or unusual expenditures 
of the staff’s time are involved. 

These special services consist of investigations of fact, trade-mark searches, notifications, filing 
and publication of slogans and all similar matters which do not involve or imply the practice 
of law. 


SOUND POLICIES AND PRACTICES 


The activities of the Association are at all times planned and supervised by a strong Board 
of Directors composed of important trade-mark owners whose efforts are supplemented and 
guided by able committees composed of business men and trade-mark attorneys. This makes 
the Association’s services of exceptional value to members. 
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PART I 


THE 1941 REVISED LANHAM TRADE-MARK BILL 


Being a Description and History of the 1941 Revision of the Lanham 
Trade-Mark Bill 


By H. M. McLarin* 


The result of months of coordinated study of the Lanham Bill by committees 
of the United States Trade-Mark Association, the National Association of Manu- 
facturers, the American Bar Association, the Association of National Advertisers 
and other interested groups was published by the National Association of Manu- 
facturers on April 28, 1941, and is now being distributed. This revision of the 
Lanham Bill tries to reconcile the views of those who have supported and those who 
have opposed this legislation, and is offered in the hope that all will find the revised 
bill justifies their support for its early enactment by the Congress. 


REASONS FOR THE LANHAM BILL 


The present trade-mark registration law of 1905 has not been revised for thirty- 
five years. The 1920 Act permits registrants to take advantage of convention 
priority and to register descriptive marks. There have been several minor amend- 
ments, such as the 1938 provision for registration by citizens of collective marks. 

Business practices have materially changed in thirty-five years. Business is 
done almost exclusively by the use of trade-marks. The common law governing 
the use of trade-marks has kept pace to some extent with the changes in business 
methods. The registration law has not. The common law is developed by court 
decisions. They produce great uncertainty as to exactly what is the law, and 
constant changes in it. Different judges with varying views make these decisions 
based on the specific facts of each case. They apply their own understandings of 
the vague common law to the facts of the specific cases before them. Other judges 
have different views and different facts. The result is uncertainty of trade-mark 
rights when modern business needs certainty. 


LANHAM Bitt MAKES REGISTRATIONS CONFORM TO COMMON-LAW RIGHTS 


The effort in the 1941 revised Lanham Bill is to make the registration statute 
conform to the accepted concepts of the common law as thus developed, and to make 
it definite—to have the registrations under the Lanham Bill conform to the right 


* Member N. A. M. Subcommittee on Trade-Marks, U. S. T. M. A. Lanham Trade-Mark 
Bill Committee, Coordination and Drafting Committees. 

Note: Members of the United States Trade-Mark Association have received copies of the 
revised Lanham Bill. A copy will soon be mailed with our compliments to each subscriber to 
the Trade-Mark Reporter.—Eb. 
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of use as established under the present concepts of the common law. One desirable 
and substantial addition, by the proposed statute, to the common law and the earlier 
statute law is the provision for incontestable rights to be acquired by registrations 
after five years of marks still in use, so as to give added security to trade-mark 
ownership and to business. These incontestable rights do not permit the registrant 
to interfere in any way with the continued enjoyment of prior rights acquired under 


the common law. They merely estop others from later acquisition of conflicting 
rights. 









PRESENT REGISTRATIONS CONFER No SUBSTANTIAL RIGHTS 





The Acts of 1905 and 1920 provide registrations conferring no rights except to 
federal jurisdiction. One section of the business community has long assumed that 
registrations under the 1905-20 Acts confer ownership or the right to use the regis- 
tered marks. Another section, better advised, knows that this is not the case. Many 
marks are registered under these acts by registrants who have not the exclusive 
right to their use throughout the country. The 1941 Lanham Bill provides for 
concurrent registrations in such cases to different registrants for the same or similar 
marks in different areas or for different lines of goods, thus making the registrations 
conform to the right of use under the common law. 













LANHAM BILL REDUCES UNCERTAINTY 


One section of the business community relies on present registrations and feels 
cheated when it finds the registrations mean little or nothing. Another section 
disregards registrations and makes few, if any. The result is confusion and the 
lack of any practical means of anyone’s determining what marks are in existence 
and conflict with proposed new marks. Without such information no one can safely 
adopt and invest in a new mark with any certainty that it does not infringe marks 


already in use. This period of uncertainty is now indefinite. The new law will 
limit it to five years. 








REGISTRATIONS OF Marks Not USEpD To BE CANCELLED 











The existing laws do not require that the marks used be registered, or that 
marks registered be used. Thousands of marks are registered under the present 
acts which are no longer in use. Their registrations preclude the use or the regis- 
tration of the same or similar marks by others. This takes away from the business 
community the privilege which it should have of selecting as new trade-marks the 
great number of marks which do not conflict with marks in use, but which do con- 
flict with marks registered and not used. 


REGISTRATION OF MARKS DISTINCTIVE BY USE 






The current law provides no means of registering marks which have by long 
use acquired a secondary meaning, except those whose use began before 1896. The 
revised bill remedies this. Marks which have become distinctive by use, that is, 


have acquired a secondary meaning, may be registered and fully protected under 
the Lanham Bill. 





| 
| 
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PRACTICAL TEST OF REGISTRATION AND INFRINGEMENT 


The test of registration or infringement under the terms of the present law is 
whether or not the mark is applied to goods “of similar descriptive properties.” 
This test has received so many different interpretations from the different courts 
that no one now knows with certainty what it means or what it will mean in the 
next case. 

The test under this revised bill of registration and of infringement is the test 
which has been long and consistently applied by the courts under the common law, 
that is, whether the mark in question causes confusion or mistake or deceives pur- 
chasers. This is the common law and should be the statute law relating to registra- 
tions. It will give much broader protection by registration to valuable well-known 
marks. 


LANHAM BILL Gives Ricut To UsE THROUGHOUT UNITED STATES 


Under the revised Lanham Bill registrations on the Principal Register confer 
rights to use the registered marks throughout the United States unless the registra- 
tions are cancelled within five years or the use abandoned or they conflict with 
prior rights. The registrations of marks not used at the expiration of five years 
are to be cancelled, thus restoring these marks to the public domain. 


More REGISTRATIONS—BETTER SEARCH FILES 


The greater privileges granted by registration under the Lanham Bill will cause 
a much larger percentage of marks used to be registered, thus giving the business 
community, when new marks are required, a better search file to learn of marks 
used by others. 


LANHAM Bit Is AMENDMENT OF PRESENT LAws 


The revised Lanham Bill preserves the existing good features of the Acts of 
1905 and 1920, following as consistently as practicable the language thereof to 
retain the advantages of the constructions of these laws which have been placed 
upon them by the courts in the long years they have been in effect. On the other 
hand, the defects of these laws which have caused uncertainties, differences in court 
decisions and variances between the registrations and the common law are largely 
eliminated to make more certain the provisions of the new law and have them 
conform to the present construction of the common law by a majority of the courts. 

One objection to the enactment of the Lanham Bill has been the contention that 
the desired purposes can best be achieved by amending the present laws. The 
revised Lanham Bill is an amendment of the present laws. It preserves in an orderly 
fashion the good points of the existing laws and makes changes therein in the proper 
places. This will give us a complete and logically arranged new law conforming 
to the common law and to modern business conditions, but containing the desirable 
parts of the present statute laws. 
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New PROTECTION FOR SERVICE AND CERTIFICATION MARKS 





Heretofore there has been no provision for the registration of marks used in 
the sale of services or for certification marks, both of which require the protection 
of the registrations which are provided therefor in the Lanham Bill. The registra- 
tion of collective marks as covered by the 1938 amendment of the 1905 Act is carried 
into the Lanham Bill with limitations thereon preventing the abuse of the privilege 
of registering collective marks. The provisions for the registration of service marks 
give effective protection for marks, titles, character names and so forth, used in 


radio and other advertising, for which there is now no protection except the vague 
common law. 



















LANHAM BILt ESTABLISHES NEw RiGHTs But PRESERVES Prior RIGHTS 





The new law will make registrations conform with modern business practices 
and establish registrations which will in time represent actual rights to use the marks. 
The only penalty for non-registration will be that users of unregistered marks 
which conflict with registered marks may not extend the areas of use of the unregis- 
tered marks, but the registrant cannot interfere with the continued use by the prior 
user of the unregistered mark. Thus, the registrant is granted whatever rights 


are available and free, but no authority to deprive others of rights acquired by prior 
use. 


INCONTESTABLE RiGHTS Estop ACQUISITION OF LATER CONFLICTING RIGHTS 





Not even the owner of an incontestable registration can interfere with the con- 
tinued exercise of the rights of the prior user. The incontestable right acquired 
by registration and continuous use for five years operates, so long as the mark 
continues in use, as an estoppel against the acquisition by others anywhere in the 
country of the right to use the same or similar marks in commerce, thus insuring 
to the registrant the security of his rights, but the publication of his application for 
registration gives five years’ notice to everyone that such incontestable rights are to 
be acquired unless opposed or cancelled. 

The “commerce” covered by the act is that over which Congress has control: 
principally interstate, foreign and territorial commerce. 

















REGISTRATIONS UNDER EARLIER ACTS 


Registrants under the earlier acts may preserve their registrations without the 
advantages of the new act until the old registrations expire, or they may get the 
advantages of the new act by having their registrations republished under the new 
act with notice of their claim to the benefits of the new act. If they do not desire 
these advantages but merely want to renew their old registrations when they expire, 
such renewals may be made under the new act by proving that the registered marks 
are still in use, which was not required under the old acts. If thus renewed, the 
registrations still do not share in the benefits of the new act, as they continue to be 
registrations under the old acts which have been renewed under the new act. In 
order to get the benefits of the new act for such old registrations, the marks must 
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be republished under the new act in order to give the public notice that the privileges 
of the new act are to be claimed for marks registered under the old acts. 


ASSIGNMENTS 


The assignment provision in the revised Lanham Bill is a compromise between 
the views of those advocating free assignments and those insisting upon compliance 
with the old common law in this respect. The new language permits the owner of 
a trade-mark to assign that mark, its registration and the business and good-will 
connected therewith, but does not require him to assign the business and good-will 
connected with any other mark or with the name of the business. 


SUPPLEMENTAL REGISTER FOR DESCRIPTIVE MARKS 


Registrations on the Supplemental Register under the new act are the equivalent 
of registrations under the present 1920 Act, but the certificates for such registra- 
tions are required to be conspicuously different from those for marks on the 
Principal Register. 

REMEDIES FOR INFRINGEMENT 


Remedies are provided for infringement on the same basis as the right of regis- 
tration is granted, 7.e., whether the mark charged to infringe is likely to cause con- 
fusion or mistake or to deceive purchasers. This is the present common-law test 
of infringement—broader than that under the 1905 registration act—hence, better 
protection is provided by the new statute. 


RELIEF BROADENED 


The new bill applies to transferred or altered goods, and provides for the same 
recoveries as do the old acts, that is, defendant’s profits, damages sustained by the 
plaintiff and the costs of the action as well as injunction, but the injunction under 
the new bill may be enforced wherever the defendant is found. 


OnLy Owner May REGISTER BuT RELATED CoMPANY May USE 


The new bill, like the old law, restricts registrations to the owners of marks, but 
the registrant may permit others to use the registered mark when the registrant 
exercises control over the nature and quality of the goods or services on which the 
mark is used, which is not permissible under the 1905 Act. 


GENERAL 


There are numerous other interesting new features of the 1941 Lanham Bill 
contained in its fifty sections. The bill must be considered as an entity, that is, 
read as a whole. The sections are interdependent. The definitions given in Sec- 
tion 45 must be borne in mind. A complete study of the bill will, the committees 
believe, make it clear and satisfactory. Everyone will not find in it all he wants. 
It has been drawn to serve the whole public and not any particular interest or group 
of interests. 
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Lone History or LANHAM BILL 





The first so-called Lanham Bill was introduced in the House of Representatives 
by Congressman Lanham as H. R. 9041 on January 19, 1938, on which extensive 
hearings were held by the House Committee on Trade-Marks in Washington on 
March 15-18, 1938. This bill was reintroduced as H. R. 4744 by Congressman 
Lanham on March 3, 1939, and further extensive hearings held thereon in Washing- 
ton on March 28-29-30, 1939. At these hearings all witnesses who wished to appear 
for or against the proposed legislation were given full opportunity to present their 
views. Later, the bill was reintroduced as H. R. 6618, passed by the House in 
June, 1939, and by the Senate in June, 1940, but then killed by one senator’s motion 
for reconsideration, which was not brought up for action. The bill was reintroduced 
in 1941 as H. R. 102, on which the present revision is directly based. 


“PRINTERS INK” EDITORIALS AND ARTICLES 





Printers’ Ink, in an editorial published on October 6, 1938, congratulated 
Mr. Lanham for having conducted such open, fair hearings and in its issues of 
March 9 and March 30, 1939, Printers’ Ink reviewed editorially the need for this 
legislation and explained the provisions of the then current bill. In Printers’ Ink 
for May 27, 1937, February 3, 1938, March 17, 1938, and October 6, 1938, there 
appeared a series of articles describing this legislation, the need for it and the 
objections to it by those who then opposed it. 





LANHAM BILt EFFECT ON STATE LEGISLATION 





In its editorial of October 6, 1938, Printers’ Ink stated the passage of the forceful 
and fair Lanham Bill “is vital for two reasons: it would head off many of the 
projected state trade-mark laws which are now being pushed by cunning propa- 
ganda ; and if a state concludes after all, that it must have a trade-mark law of its 
own, it will have the Lanham Bill as a pattern.” 

On March 9, 1939, Printers’ Ink reported editorially the reintroduction of the 
Lanham Bill and a rehearing by the Nevada senate committee on the Nevada manda- 
tory trade-mark legislation bill similar to one which had been vetoed by the governor 
in 1938 and remarked that the two were mentioned together because of their intimate 
relationship, as the enactment of the Lanham Bill would probably head off an 
avalanche of mandatory state registration laws which would mean virtual confisca- 
tion. It added that trade-mark owners should rise up as one man and support the 
Lanham Bill, designed wholly to guard the value of trade-mark good-will and 
protect manufacturers from the depredations of tax-hungry state legislatures. Fur- 
ther, Printers’ Ink strongly favored the new Lanham measure, stating that the need 
was great, that widespread state trade-mark mandatory registration laws would be 
a calamity and the Lanham Bill seemed to offer the best means of heading them off. 

On March 30, 1939, in reply to a question from a reader, Printers’ Ink gave its 
reasons for supporting the Lanham Bill, one of which was that the bill would aid 
powerfully in the campaign against confiscatory state trade-mark registration laws 
such as the one defeated in March, 1939, in Nevada. The Lanham Bill, being a 
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human document, is not perfect. However, it represents a definite advance in trade- 
mark protection, and as such, Printers’ Ink believed it deserved hearty and active 
support for early passage. 


How LANHAM BILL WILL PRECLUDE EFFECTIVE MANDATORY STATE 
REGISTRATION LAWS 


At that time the business interests of the country were extremely apprehensive 
of the threatened enactment in Nevada and other states of legislation for compulsory 
state registrations of trade-marks. The Lanham Bill (H. R. 6618) was put forward 
at that time as a preventive of such compulsory registration laws by the states. 

The Constitution gives Congress power to regulate interstate commerce. Its 
exercise of this power by the enactment of legislation authorizing the use of 
registered trade-marks in interstate commerce would make unconstitutional later 
enactments by the states of legislation interfering with the use in interstate commerce 
of trade-marks registered and used in accordance with federal law. Such state laws 
would be interference by the states with the exercise of the constitutional power of 
Congress. The states can control the use of trade-marks in the states so long as 
the states do not interfere with interstate commerce conducted as authorized by 
Congress. Congress, by granting to registrants under the revised Lanham Bill the 
right to use their registered trade-marks in interstate commerce so long as they do 
not infringe earlier rights will have given these registrants the right to use their regis- 
tered trade-marks in the states. Any action by the states to interfere with the use in 
the states of such trade-marks would violate earlier rights constitutionally granted by 
Congress. Interstate business is necessarily initiated in one state and completed in 
another. For either state to interfere by legislation with the conduct of interstate 
commerce at either end, after Congress has acted to authorize this interstate com- 
merce, would be an unconstitutional interference by the state with the exercise of 
the constitutional power of Congress. As the constitutional power is specifically 
granted by the states, their retained powers cannot be held to authorize them to 
interfere with the exercise of the constitutional powers granted by them to Congress. 
When the Congress has taken action to exercise said powers, the states cannot take 
action which would nullify the acts of the Congress. The grant in the Constitution 
by each of the states to Congress of the power to control interstate commerce de- 
prived each state of the power which it originally had to control that commerce in 
its Own area. 


NATIONAL ASSOCIATION OF MANUFACTURERS RECOMMENDS ENACTMENT OF 
LANHAM BILL 


In May, 1938, the National Association of Manufacturers in its Law Digest 
published a favorable summary of the Lanham Bill, and had prepared and distributed 
among its members a pamphlet describing the bill. In September, 1938, a more 
complete booklet was published and circulated by the N. A. M., in which the bill 
was reviewed section by section with notations of the pros and cons which had been 
presented in the 1938 hearings before the House Committee. In March, 1939, the 
N. A. M. prepared and circulated among its members a pamphlet describing the 
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Lanham Bill as revised as a result of the 1938 hearings, with notice of the hearings 
to be held by the House Committee on March 28, 1939. This was followed by an 
article in the N. A. M. Law Digest for April, 1939, describing the March, 1939, 
hearings with particular reference to the changes in the bill made as a result of these 
hearings. 

Based on this thorough study and publicity by the N. A. M. on the Lanham 
Bill, the Trade-Mark Subcommittee of the N. A. M. recommended that the N. A. M. 
endorse in principle the Lanham Bill and resolve that general federal legislation on 
trade-marks was desirable at that time and that the N. A. M. was prepared to 
cooperate with Congress in the enactment of such legislation, which committee 
recommendation was duly approved by the board of directors of the N. A. M. 
Thereupon, in August, 1939, the N. A. M. had prepared and circulated among 
its members a synopsis of the proposed legislation. 

In August, 1939, the N. A. M. “News Letter” reported the passage of the bill 
by the House and as having the endorsement of the N. A. M. for its enactment. 
The N. A. M. “News Letter” of June 15, 1940, reported that the reorganized 
N. A. M. Committee on Patents and Research, after a new study of the particular 
form in which the Lanham Bill then stood, had recommended the reversal of the 
Association’s position on the bill, although earlier versions thereof were approved 
by the Association. This new committee decided that the question of trade-mark 
legislation should have further study, and the Association advised Mr. Lanham 
that it disapproved the bill in its then present form and urged defeat of it, but 
recommended the appointment of a committee for further study. 

The N. A. M. “News Letter” of January 4, 1941, reported that a revised form 
of the Lanham Bill had been unanimously approved by the N. A. M. Trade-Mark 
Subcommittee and had been submitted to the United States Trade-Mark Associa- 
tion, the American Bar Association, the Association of National Advertisers and 
other organizations in an effort to devise a bill which would have the unanimous 
support of the organizations interested in trade-mark legislation. It was noted that 
the Lanham Bill as revised had been approved by the N. A. M. board of directors 
subject to such further revision as might be agreed upon by the Subcommittee on 
Trade-Marks in the effort to frame a bill which might have the unanimous support 
of the organizations concerned. 

The printed bill distributed by the N. A. M. under date of April 28, 1941, is 
the result. 


AMERICAN BAR ASSOCIATION APPROVED ITS VERSION OF LANHAM BILL 


The American Bar Association as early as 1937 had adopted a resolution recom- 
mending that the federal trade-mark statute should be revised, consolidated and 
extended to give greater security to trade-marks, prevent deceptions in the sale of 
goods and carry out our treaty obligations. This resolution was based upon the 
explanation by the Trade-Mark Committee of the Patent Section that it believed 
the federal government should create substantive rights in trade-marks used in 
interstate commerce to eliminate the confusion now existing because of state laws 
resulting from inadequate federal trade-mark law. One purpose of the recom- 
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mended legislation was to prevent contradictory legislation by the legislatures of 
the several states. 

In 1940 the Association resolved that the federal trade-mark laws should be 
consolidated, revised and extended so as to protect trade-mark owners to the full 
extent of the power of Congress. In 1938 the A. B. A. had disapproved the pro- 
posed enactment of mandatory state trade-mark registration statutes because the 
registration of trade-marks used in interstate commerce was properly the subject 
of federal legislation. 

At the September, 1940, section meeting of the A. B. A., the Committee on 
Trade-Marks recommended approval of the then pending Lanham Bill. The sec- 
tion disapproved the form of the provision in the bill as then drawn for the incon- 
testability of trade-marks but approved in principle so much of the Lanham Bill as 
related to making a mark incontestable by continued use, by passage of time and 
acquiescence of others. Lack of time prevented complete action on the committee’s 
recommendations. Action on the bill was postponed until February, 1941, and a 
resolution adopted stating the A. B. A. had never approved the Lanham Bill and 
requesting Congress to postpone action thereon until the views of the A. B. A. were 
formulated at its 1941 midyear meeting. At the February, 1941, meeting of the 
section, a new A. B. A. Committee on Trade-Marks submitted a carefully considered 
report with numerous amendments and recommended approval of the Lanham Bill 
with said amendments. The section at its meeting on February 6, 1941, approved 
this committee’s revision with further amendments. The Lanham Bill so revised 
was submitted to and approved by the House of Delegates of the A. B. A. at its 
meeting in Chicago on March 17-18, 1941. 

During the spring of 1941 the chairman and certain members of the Trade- 
Marks Committee of the A. B. A. have fairly and earnestly cooperated with the 
committees of other organizations in working out a revision of the Lanham Bill 
which would merit the support of all concerned. 

The revision printed and distributed by the N. A. M. under date of April 28, 
1941, is the result. The revised bill has been considered by various members of 
the A. B. A. Trade-Mark Committee and is believed to have the support of a 
majority of them. It is to be submitted formally to the members of the committee 
and of the section for their approval. The section will, it is hoped, endorse the 
revised bill at its next meeting, in which event the annual convention of the A. B. A. 
in September, 1941, is likely to approve the same. 


Unitep STATES TRADE-MARK ASSOCIATION SUPPORTS THE LANHAM BILL 


As indicated in the printed copy of the revision of the Lanham Bill published 
and distributed by the N. A. M. under date of April 28, 1941, the United States 
Trade-Mark Association through its Lanham Bill Committee and its Lawyers 
Advisory Committee have endorsed the Lanham Bill as revised and is recommending 
to its members that they support the enactment of the bill. Its board of directors 
on May 27, 1941, approved the revised Lanham Bill. 

The members of the United States Trade-Mark Association have been for 
several years kept fully apprised of the developments of this legislation. The 





96 THIRTY-SIX TRADE-MARK BULLETIN 


original Lanham Bill was published in the February, 1938, Bulletin of the Asso- 
ciation, with an article explaining the reasons for the various provisions thereof and 
showing the antecedents of this proposed legislation extending back to the time of 
the Vestal bills in 1932. 

The July, 1938, Bulletin published to the members of the Association the 
revisions of the bill as the result of the March, 1938, hearings, and emphasized the 
advantages of the Lanham Bill over the present law. Again, in the November, 
1938, issue the revised Lanham Bill was reproduced in full for the information of 
the members of the Association. The February, 1939, Bulletin carried an article 
describing the Lanham Bill provisions, the reasons for the same, and pointing out 
that its enactment would modernize our trade-mark law without altering in any 
material respect the common law relating to trade-mark rights. The August, 1939, 
Bulletin carried a digest of the Lanham Bill H. R. 6618 as revised to that time. 
The August, 1940, Bulletin carried an analysis of the differences between the 
Lanham Bill and the existing legislation. 


ASSOCIATION OF NATIONAL ADVERTISERS SHARES IN REVISION OF LANHAM BILL 


This Association has not yet taken definite action indicating its endorsement 
of the Lanham Bill, but its secretary, Mr. George McMillan, has served on the 
Coordination Committee which produced the 1941 revision of the bill, and Mr. 
Isaac W. Digges, its counsel, was a member of the Lawyers Advisory Committee 
of the United States Trade-Mark Association which was so instrumental in pro- 
ducing this revision. 

The revision was presented to the A. N. A. convention on May 13, 1941, and 


is now being considered by the members of that association. 


OTHERS SUPPORTING THE LANHAM BILL 


Among those which were shown at the hearings of the House Committee in 
1938-39 as supporters of the legislation exemplified by the Lanham Bill in its 
various stages, particularly H. R. 6618 as it passed the House, there were: 


the Chicago Patent Law Association 

the Pennsylvania Grade Crude Oil Association 

the New York County Lawyers’ Association 

the Association of the Bar of the City of New York 

the New York Patent Law Association 

the National Lumber Manufacturers’ Association 

the Underwriters’ Laboratories 

the Westinghouse Electric and Manufacturing Company, and 

the Central Committee on Lumber Standards, designated by the American Society of 
Civil Engineers 

the American Institute of Architects 

the American Railway Engineering Association 

Associated General Contractors 

the National Door Association 

the National Association of Purchasing Agents 

the National Retail Lumber Dealers’ Association 

the National American Wholesale Lumber Association, and 

the National Lumber Manufacturing Association. 
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Among those who by suggesting changes in the bill without further objections 

thereto impliedly approved the principles of the bill, were: 

the Patent Law Association of Pittsburgh 

the Owens-Illinois Glass Company 

the American Association of Railroads 

the National Retail Drygoods Association 

the San Francisco Patent Law Association 

the National Council of Patent Law Associations 

the Millers’ National Federation 

the Philadelphia Patent Law Association, and others. 


OPpposITION TO LANHAM BILL 


The principal opposition to the early versions of the Lanham Bill in 1938 came 
from the Boston Patent Law Association; Mr. Earl H. Thomson, of Thomson & 
Thomson of Boston; Mr. Stewart L. Whitman, of Nims & Verdi of New York, 
and several other individual lawyers. Much of their opposition was based on 
objections that the then current Lanham Bill contemplated too wide a divergence 
from the common law principles under which our trade-mark law has developed 
along with our American system of free enterprise. 

At the 1939 hearings the opposition was mainly from the same sources on the 
same bases, but was somewhat less as the 1939 bill had been changed to some extent 
to conform more closely to the common law. 

The objections to this legislation by Mr. Whitman and Mr. Thomson have 
apparently now been met by the changes made in the form of the bill as represented 
by the 1941 revision, which, as indicated earlier herein, is now in practical con- 
formity with the common law. Mr. Wallace H. Martin, who was the chairman of 
the American Bar Association Trade-Mark Committee, was one of the two Drafting 
Committee members responsible for the 1941 revision. He is a partner with 
Mr. Whitman in the firm of Nims & Verdi. Mr. Whitman materially assisted the 
Drafting Committee in producing the 1941 revision. Mr. Thomson is a member 
of the Bar Association Trade-Mark Committee and was consulted in making this 
revision. Its final form will, it is believed, have his approval and that of most of 
the other members of the Bar Association Trade-Mark Committee. 

The objections of the Boston Patent Law Association to the form of the earlier 
Lanham bills have been considered and substantially met by changes made in the 
present form. This early opposition and the changes resulting from it have undoubt- 
edly produced a much better bill. 


COMPARISON OF PRESENT LAW AND LANHAM BILL 


In the George Washington Law Review, beginning in December, 1940, there 
was published a series of articles showing in detail with citations to actual cases 
the differences between the present law and the Lanham Bill, and pointing out the 
substantial improvements which the enactment of the Lanham Bill would make, 
particularly in causing trade-mark registrations to conform to trade-mark rights as 
established in the courts under the common law. The U. S. T. M. Association 
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Bulletin of August, 1940, carried a tabular comparison of the present law with the 
proposed law. 


CoNCLUSION 






























This long and extensive publicity has familiarized everyone concerned with the 
Lanham Bill. The purpose of this enumeration cf occurrences in relation to the 
Lanham Bill is to emphasize the fact that this bill and the principles represented 
thereby have received long and serious study by trade-mark owners and lawyers. 
Every suggestion from whatever source made at the Congressional hearings or 
received by the members of the various committees has been given careful con- 
sideration from both the legal and business angle by the lawyers and business men 
engaged in the drafting of this legislation. These men are familiar with trade- 
marks in business and in law. The result speaks for itself and is the work of 
everyone concerned, not of any one man or organization or group of either. 

Unfortunately, practical necessity caused most of the work to be done by a 
New York group because there was no way of having groups from other localities 
currently represented in the extensive and intensive meetings which produced this 
revision. However, every suggestion made at the hearings or by mail from organi- 
zations and men located outside of New York was given full consideration. It is 
believed no suggestion made by anyone has been overlooked. 

All suggestions could not be adopted, but the committees have studied all of 
them and selected the provisions which they believed would best accomplish the 
purpose of the bill. 


HERE THE LAW STANDS STILL 
By John C. Pemberton 





Nearly five years ago an article appeared in the authoritative New York Law 
Journal,’ and later in the Bulletin,? in which the author commented as follows—on 
the then new “Stetson” case involving that widely known trade-mark on hats— 








in this financially important circuit (the Second), the iniquitous “explanatory phrase 
rule” in personal name trade-mark cases, has finally been found inadequate. More 
specifically, the only adequate relief possible in these cases—an absolute injunction—has 
been awarded, forbidding the use of the name “Stetson” in any form, on hats. (John B. 
Stetson Co. v. Stephen R. Stetson Co., 85 Fed. (2d), 586, decided August 10, 1936.) 


But the author was wrong: True, the court’s opinion appeared to hold as much, | 
but in final analysis the decree subsequently entered thereon fell lamentably short of 

any such determination. Thus the common sense recognition of the facts of business 
life, represented in the widely heralded “Dobbs Hat” case,* was ignored; and the 
explanatory phrase rule, in personal name cases, revived and reaffirmed. Yet, 





1. New York Law Journal, December 1, 1936; page 1936. 
2. Bulletin, December, 1936, page 340. 
3. 4 F. Supp. 613. 
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explanatory phrases are palpably inadequate; for the more than obvious reason 
that “confusion is created by the very explanation intended to avert confusion.” 
How can a person, knowing of one “Dobbs” only, when suddenly confronted with 
the warning or suggestion that there are in existence several varieties of the species, 
determine which he wants? Hats are generally known to both the trade and pur- 
chasing public by their maker’s surname, i.e., Dunlap, Knox, Stetson or Dobbs. 
It is both exceptional and rare to find customers with knowledge of a manufacturer’s 
given name, or irlitials. None the less, the originator of the Stetson mark on hats 
was denied (in 1936) an injunction forbidding a competitor (Stephen L. Stetson) 
to use the name Stetson in any form on hats. 

Accepting the truism that if any relief is to be given against unfair trading, it 
should be such as will be effective (in personal name cases as well), what is the 
argument against absolute injunctions in this type of equity suit? It runs sub- 
stantially as follows: 


A man has a right to use his own name in trade unless a fraud is intended. 


But such a plea for life, liberty and the pursuit of another’s financial happiness 
glosses over the all-important circumstance that the later comer is inevitably con- 
fused with the first man in the field, under the same name. Is it conceivable that 
there could be another Ford car—in honest competition with Henry’s? With the 
only answer possible, there instantly evaporates the specious argument that no fraud 
should be imputed to, or is intended by later Fords; and hence that they should be 
allowed to compete in the Ford field with Henry. 

Despite this dismal prospect for “good faith” Fords—who may essay future 
competition with the founder—the old view that everyone is entitled to use his own 
name in his own business—“that there is some sort of a natural right in a family 
name in any field”—will not down: And the law, with plodding footsteps, does 
much to encourage this concept so patently outdated. 

Take the latest (1938) ““Woodbury” toilet goods case. Although no man may 
represent his goods as those of another, here again we find the overworked defense 
that every man has a right to use his own name (honestly) in his own business. 
What happened? About the same holding as that found in the Stetson case: 
Instead of a complete, or absolute injunction, all the plaintiffs got was a decree 
providing that— 

.... defendants be restrained from selling or offering for sale, directly or indirectly, any 


and all toilet preparations on which “Woodbury” or “Woodbury’s” appears as part of 
the title or name of the preparation on the label or packaging thereof; or from using on 
the label or packaging thereof the name “William A. Woodbury” or any abbreviated 
form thereof unless there be juxtaposed thereto, in clear and legible type, in letters of 
not less than half the dimension of those used in the said name, the following legend: 
“Not connected with the makers of ‘Woodbury’s Facial Soap’ and other toilet prepara- 
tions sold under the name ‘Woodbury’s’ or ‘Woodbury.’” . . . “Not connected with 
John H. Woodbury, Inc., nor the former Jergens Company, makers of ‘Woodbury’s 
Facial Soap’ and other toilet preparations, sold under the name ‘Woodbury’s’ or 
‘Woodbury.’” 


4. 23 F. Supp. 162. 
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At the end of some six months, during the course of the operation of this 
injunction, the defendants applied for its modification: “because the provisions are 
shown to be unworkable.” The court pithily remarked of the defendants’ plea, i.e., 
that defendants could do no more Woodbury business under such restrictions. 


If confusion between plaintiff’s and defendants’ goods is effectually to be avoided, it is 
necessary that the products of one company be clearly distinguishable from those of the 
other. My ingenuity at phrase-making is insufficient to enable me to alight upon a legend 
which will, at once, satisfy the rights of plaintiff and be fully protective of the commercial 
requirements of defendants. The legend proposed by defendants would result in great 
advantage to them and be most harmful to plaintiff. The legend would carry the 
implication that plaintiff, rather than defendants, is the offending party. It must be 
rejected. That the legend which my decree directs be borne by defendants’ products 
lends itself to sales resistance must be admitted. At the same time, if the decree is to 
serve its purpose, the legend can hardly be less specific.5 


But though the court here finally stood fast as regards any modification of the 
merely partial injunctive relief afforded the first comer, at the same time the same 


court had stood still when first appealed to for an absolute injunction against 
another’s use of the name “Woodbury.” 


And so it is, that Derenberg’s conclusion of 1936 remains as true today as then. 
He says, in brief: 


. a survey of the decisions of the last twenty years substantiates Rogers’ opinion 
that the courts were very lax in permitting the parasitical exploitation of well-known 
family names to continue almost unmolested. 


“ 


. . under the present state of the law, it probably must be accepted that a man 
has a right to go into any business he sees fit and may use his own name in it, and 
if that name happens to have been made famous by a predecessor in the same busi- 
ness it is the parasite’s good fortune and the predecessor’s misfortune.” 


Rogers was far more progressive : 


I am personally unable to see the difference between changing a name to fit a business 
and changing a business to fit the name, where the result is the same in either case, 
namely, injury to a competitor and deception of the public.® 


Handler and Pickett have, in a single sentence, bluntly pointed out the only 
effective form of injunction against a later comer in the personal name field of trade- 
marks, be such later comer honest or otherwise. In their view: 


Our position is that generally speaking, nothing short of total abstention from 
(another’s) denominative usage (of a personal name) will prove adequate (to a wronged 
plaintiff). (Matter in parenthesis the author’s. ) 


The most recent Appellate Court dissent from the foregoing view (and from 
those herein advanced by the author), is to be found in the Second Circuit, where 
Judge L. Hand, in passing upon that well and favorably known trade-mark 
“Johnson’s,” as applied to floor wax and other similar preparations, remarks :’ 


5. 23 F. Supp. 768. 

6. Derenberg, pages 374, 375. 

7. §.C. Johnson & Son, Inc. v. John W. Johnson, 116 F. (2d) 427 (C. C. A. 2nd, Decem- 
ber 30, 1940). 
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... . Plaintiff registered the name “Johnson’s” as a trade-mark in 1915, 1923, 1927 
and 1928, applicable generally to its products; and it has always (since 1886) con- 
spicuously marked all its boxes or bottles with that word. . . . In 1932 the defendant 
John W. Johnson started in business under the name Johnson Products Company. .. . 
He made and sold a cleaning fluid. . . . He adopted the word “Johnson’s” in large red 
letters (on a yellow label). . . . The plaintiff proved to the satisfaction of the district 
judge that the defendant’s use of the name has caused confusion among the plaintiff’s 
customers. . . . Nobody willingly allows another to masquerade as himself; it is always 
troublesome, and generally impossible to follow the business practices of such a com- 
petitor closely enough to be sure that they are not damaging, and the harm is frequently 
done before it can be prevented... . 


And then Judge Hand continues: 


It is well settled that a newcomer may be compelled to add some distinguishing words 
if he chooses to use even his own surname to conduct his business (citing the Stetson 
and earlier cases). 


At this point, in his opinion, Judge Hand criticizes the lower court, saying: 


We think that, while the plaintiff is entitled to some measure of relief .. . . that the 
judgment went too far... . It will be enough if the defendant is enjoined from using the 


’ ” 


word “Johnson’s,” except in combination with the word “Cleaner,” or to use the phrase 
so constituted, except in immediate juxtaposition to the legend, “made by the Johnson 
Products Company, Buffalo, N. Y.,” in type equally large and conspicuous. 


And though the defendant’s sole product was “a household cleaner” (not made 
by plaintiff), nonetheless, the following conclusion seems regrettable: 


(L. Hanp, continuing) .... while the district judge did not entirely forbid the use 
of defendant’s name, (he) did take from him a very natural idiom; it would have been 
appropriate enough, if he (defendant) was competing, but not where the injury is so 
problematical as it is. 


But does this matter, where the lower court’s finding of confusion has been 
sustained ? 


L. Hann... . “We should have so found ourselves” (p. 429). 


Moreover, “the testimony left no doubt” that the defendant expressly instructed 
his employees to take advantage of any misled customers’ confusion (p. 429). 

In conclusion, this final extract from the opinion under consideration offers 
unfortunate encouragement (in the writer’s view), to alert and ingenious new- 
comers, always tempted to start business under similar (or identical), well-estab- 
lished family names: 


When all is said, if a man allows the good-will of his business to become identified 
with a surname so common as Johnson, it is fair to impose upon him some of the risk 
that another Johnson may wish to sell goods not very far afield; and he must show a 
substantial interest if he would seriously impair the second Johnson’s privilege to use his 
own name in customary ways. 


What for example would Ford, or Smith Brothers cough drops say as to that? 
And is it actually “the second Johnson’s privilege to use his own name in customary 
ways” to mislead and confuse? 
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AMERICAN DECISIONS IN TRADE-MARK CASES AS INFLUENCED 
BY FOREIGN LAW? 


By John Wolff 


Many learned articles have been writen suggesting a score of contributions that 
comparative law can make in the fields of jurisprudence, legislation, government 
and teaching. This paper is more limited in scope and objective. Its purpose is to 
point out how useful a knowledge of foreign legal principles may be to the prac- 
titioner. 

What I have in mind is not a litigation where, under some principle of Conflict 
of Laws, foreign law is applicable. I am thinking about cases arising between 
American citizens or corporations where American law governs, and I propose to 
show how, in such a case—and that, of course, is the typical case confronting the 
American lawyer—a knowledge of foreign legal principles may help the lawyer 
to win his case. The illustrations will be taken from the law of Trade-Marks, 
Unfair Competition and Constitutional Law. 

It is interesting to note that in these fields American courts have from time to 
time referred to and been influenced by foreign legal principles. It will be con- 
venient to illustrate this first with trade-mark and unfair competition cases. The 
Singer Manufacturing Company had a patent for a certain type of sewing machine. 
After the expiration of the patent, a competitor began to manufacture the same 
type of machine. This was his undoubted right. But he also called it a Singer 
machine. The Singer Manufacturing Company took the position that its exclusive 
right to the word “Singer” survived the expiration of the patent and sued for an 
injunction. It was still an unsettled question in this country. But the question had 
already been well settled in France. The United States Supreme Court devoted 
more than three pages to a discussion of the French law. What is more, it applied 
the French legal principles in the Singer case.’ 

In the more recent case of Associated Press v. KVOS,* the question arose 
whether a radio station has the right to copy news reports published by newspapers 
and to broadcast such reports immediately after their publication in the papers. 
This question was a novel one, but a similar case had come up in Germany. The 
defendant discovered this German case and relied on that case in its brief. In the 
course of its opinion, the court used this interesting language :* 


The German case.... may... . be said to indicate the modern trend and to point out 
the policy of a leading European country . ... and, in so far as the principles announced 
therein apply to similar acts not controlled by specific act or authority, the German case 
is worthy of appropriate consideration here in the absence of other controlling authority 


1. Being an extract from a paper read at the annual meeting of the Association of American 
Law Schools and printed in the American Bar Association Journal for April, 1941, under the 
title “The Utility of Foreign Law to the Practicing Lawyer.”—Ep. 

2. Singer Manufacturing Co. v. June, 163 U. S. 169, 196. 

3. 9 F. Supp. 279. 

4. At p. 287. 
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to the contrary. The facts in that case are more nearly analogous to the facts in the case 
at bar than are those stated in any other cited case... .° 


In the case of Bourjois v. Hermida Laboratories,° the question arose last year 
whether a dealer is privileged to repackage a manufacturer’s trade-marked article 
and sell it in smaller packages under the manufacturer’s trade-mark. Manufac- 
turers, as a rule, do not like this practice because of the danger of adulteration. 
The United States Supreme Court, however, in the famous case of Prestonettes v. 
Coty,’ had held the practice permissible. The Third Circuit Court of Appeals, in 
the recent Bourjois case, had this to say about the Supreme Court decision: 


Mr. Justice Holmes lent the prestige of his great name to a doctrine that does not 
appeal very greatly to the sense of fairness of the ordinary man. 


Then Judge Clark develops the rule that he wishes to adopt and continues :* 


That position [namely his own] seems to have been already adopted in Germany 
(citing a well-known text writer). It is expressed by a leading French authority. 


and then he goes on to quote a long paragraph from that authority. 

An analysis of the cases here discussed and others that might be added will 
show, I believe, that courts are inclined to rely on foreign law in two situations: 
first, when the question before them is a novel one that has, however, been decided 
abroad ; second, when the judges wish to depart from a well-established American 
rule and find that the new rule they wish to lay down has been adopted abroad. 

It is obvious, of course, that judges cannot be expected to be familiar with 
foreign law and that it is therefore up to the lawyer to call it to their attention. I 
should like now to point out some contributions foreign legal principles can make 
to the growth of the American law of unfair competition, contributions which 
lawyers will find it useful to know about. 

Suppose A has committed some minor offenses in his youth but has later re- 
formed and become a respectable and respected business man. Let us further 
suppose that B, a competitor, drags these all but forgotten misdeeds into the open 
to divert his rival’s trade to himself. A may sue for libel but in a civil action for 
libel truth is a complete defense and it makes no difference whether defendant is a 
competitor or not. A may also bring an action for unfair competition. The ques- 
tion has not arisen yet in this country whether, in such an action, truth would be 
a defense. But the French courts have held for ninety years that in an action for 
unfair competition the truth of the defamatory statement is no defense. The reason 
for the rule is that matters of no real concern to the public should be kept out of 
the competitive struggle, that competition should proceed on the merits of the goods 


5. The decision was reversed by the Circuit Court of Appeals in 80 F. (2d) 575, which in 
turn was reversed by the Supreme Court in 299 U. S. 268. 

It should be noted that the Circuit Court of Appeals did not challenge the District Court’s 
opinion that foreign cases are worthy of appropriate consideration in the absence of other con- 
trolling authority. The Circuit Court of Appeals merely held that /nternational News Service v. 
Associated Press, 248 U. S. 215, was the controlling authority. 

6. 106 F. (2d) 174. 

7. 264U.S. 359. 

8. On p. 176. 

9. Compare McCann v. New York Stock Exchange, 107 F. (2d) 908. Unfortunately, 
derogatory statements about rival traders are not infrequent. 
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and services rather than on a comparison of the personalities of rival traders. The 
German courts have recently adopted the same rule and carried it one step further 
by restraining references to a rival’s race, his religion, his political affiliations, his 
private life, etc. It is submitted that this is a desirable rule. Sooner or later the 
same issue is bound to come up in this country and I am convinced that a plaintiff 
will have a much better chance to persuade the court to grant relief if he can show 
that in careful opinions rendered elsewhere relief has been given on the same set 
of facts.” 

Suppose a manufacturer of mouthwash builds up a high reputation for his 
product and his trade-mark becomes well known throughout the country. Then 
a manufacturer of hardware, in order to reap the benefit of this reputation, adopts 
the same trade-mark for his own product. The mouthwash manufacturer sues for 
an injunction. In a situation like this, where a trade-mark owner, A, seeks to pre- 
vent B from using the same mark on non-competing goods, our courts grant relief 
if there is the likelihood of confusion of source, i.e., if the public, in seeking A’s 
trade-mark on B’s goods, would believe that B’s goods are manufactured by A.” 
Applying this principle to our hypothetical case,* most American courts would 
probably dismiss the action on the ground that mouthwash and hardware are articles 
so dissimilar that the public would not be led to believe that the defendant’s hard- 
ware is made by the plaintiff mouthwash manufacturer. The German courts would 
agree with this reasoning and yet would grant reliei—quite properly so, I think— 
on the ground that there is the likelihood of confusion of connection. They reason 
that in view of the tendency of modern industry to integrate in many puzzling 
ways, buyers are likely to believe that there exists some connection between the 
mouthwash manufacturer and the hardware manufacturer, that the former is spon- 
soring or financing or exercising control over the latter, or in some other way 
assumes responsibility for the latter’s enterprise. 

Knowledge of this German doctrine may be very helpful to the practitioner 
because it carries the American doctrine just one step further. It is not very far 
from the concept of confusion of source to the concept of confusion of connection, 


and I am inclined to think that American courts could be persuaded to adopt this 
theory.”® 


10. A comprehensive discussion of this question will be found in my article entitled “Unfair 
Competition by Truthful Disparagement,” 47 Yale Law Journal 1304 (1938). 

It is worth mentioning that this rule was first laid down by the French courts under a 
monarchical form of government, and then taken over by the republican courts. Similarly, in 
Germany, the Nazi courts adopted and refined principles which the republican courts had been 
the first to formulate. This strongly suggests that the rule here advocated is not dependent on 
a particular form of government but can satisfactorily operate on any country as long as some 
form of competition exists. 

11. L. E. Waterman Co. v. Gordon, 72 F. (2d) 272. 

12. This very case has actually come up in Germany; similar cases are likely to arise here, 
since the use of another’s trade-mark on non-competing goods is today the normal rather than 
the exceptional case of infringement. See note 13. 

13. I have fully developed the contribution of the German law to this American problem in 
“Non-competing Goods in Trade-Mark Law,” 37 Columbia Law Review 582, 588, 602 (1937). 
See also Schechter, “The Rational Basis of Trade-Mark Protection,” 40 Harvard Law Review 
813, 831 (1928). 
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Design piracy is not regarded as actionable unfair competition in this country.” 
On the contrary, honest efforts made by originators of designs to protect them- 
selves against this ruinous practice have been prohibited by the courts.** Lawyers 
seeking to change the trend of recent decisions might find it useful to refer the 
judges to the well-considered rules that have been laid down by courts in foreign 
lands. French and German courts have taken the position that design piracy does 
constitute unfair competition if it is accompanied by underselling.”® 

The suggestions here made are illustrative rather than exhaustive. There is 
probably no field that lends itself better to the comparative approach than the field 
of unfair competition. We are dealing with a flexible and growing concept. We 
have the same concept in foreign countries, and find the same business practices 
and abuses giving rise to the same problems. Even the most provincial lawyer can 
hardly deny that in trying to find out what unfair competition is, the experience 
abroad should be of invaluable aid. 





TWO CUBAN TRADE-MARK DECISIONS 


An application for registration of the trade-mark “Milky Way” for crackers, 
candies, confectionery, etc., was filed by a Cuban grocery firm, Antonio Coalla y 
Rodriguez. This application was opposed by Mars, Incorporated, the owner of 
the well-known American trade-mark for candies, “Milky Way.” 

The opposition was based on Article 7 of the Washington Convention of 1929 
for inter-American trade-mark protection. This article grants the right of opposi- 
tion to the proprietor of any trade-mark legally protected in any one of the con- 
tracting countries, against the application of another to register the same or a similar 
mark for similar goods, provided he proves that the latter had knowledge of the 
existence and use of the trade-mark on which the opposition is based and of the 
fact that such mark was applied to products of the same class. In addition to this, 
the opposer must prove that he has legal protection for his trade-mark in his home 
country. 

The opposer in this case proved legal protection of his trade-mark in the country 
of origin prior to the filing of the application by the applicant in Cuba. With regard 
to the requirement of proving knowledge by the applicant of the prior existence and 
use of the opposer’s mark, the decision of the Ministry of Commerce, rendered 
July 24, 1940, reads as follows: 


In a case like the present in which unfair or unlawful competition on the part of the 
applicant is to be presumed and which this secretariat should restrain in accordance with 
Articles 20, 21 and 22 of the convention and Article 240 of the Cuban law, all doubt 





14. Cheney Bros. v. Doris Silk Corp., 35 F. (2d) 279. 

15. Millinery Creators’ Guild v. Federal Trade Commission, 109 F. (2d) 175, Fashion 
Originators’ Guild vy. FTC, 114 F. (2d) 80. 

16. Reichsgericht I. Z. S. March 19, 1932, Entscheidungen des Reichsgerichts in Zivilsachen 
Vol. 135, p. 385. Oberlandesgericht Diisseldorf II. Z. S. Nov. 14, 1934, Markenschutz und 
ne oe 1935, 196. Court de Lyon November 18, 1936, Annales de la Propriété Industrielle 
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should be decided in favor of the opposer, whose trade-mark “Milky Way” the applicant 
intends to appropriate for the same articles. 

It being proved that on the same day, 7.e., August 4, 1937, on which the applicant in 
this case, Antonio Coalla y Rodriguez, filed the application for the trade-mark “Milky 
Way,” he had also filed the trade-mark “Mars” for confectionery products, as is shown 
by the application files before us, and that this last application he later on renounced; 
and since “Mars” is the corporate name of the American company owning the trade- 
mark “Milky Way,” it is necessary to deduce that if Rodriguez applied for registration 
of the trade-mark “Mars” at the same time that he was filing for the word “Milky Way,” 
he knew of the existence and use for confectionery products sold under the American 
trade-mark “Milky Way.” This presumption is made even stronger in view of the 
business in which Rodriguez is engaged in accordance with Municipal License submitted 
in this file. 


The Cuban applicant filed appeal from the above decision of the Secretary of 
Commerce to the President of Cuba. By decision dated November 29, 1940, the 
President confirmed the decision of the Secretary of Commerce. 

A second decision of especial interest to the liquor trade may be summarized 
as follows: 

A Cuban resident was selling gin with the indication that it was of Dutch manu- 
facture, under labels which indicated the city of Schiedam, Holland, as the place 
of origin, and asserting that its distillation was accomplished under the control of 
the Municipal Government of said city and in accordance with a primitive recipe, 
which had been kept for centuries within the same family. The said party claimed 
to have authorization of a Dutch company, makers of the gin, to use the trade-mark 
“Goldfinch,” which they had registered in Cuba. 

The N. V. Handelsvereniging Udolpho Wolfe Company, a Dutch corporation, 
denied these assertions and proved at the trial that the “Goldfinch” gin was not of 
Dutch distillation, but national, and that only the extracts or raw materials imported 
from Holland were used in its manufacture. 

The Court of Appeals decided the case as one of “false indication of origin,” 
since the gin sold in this territory by the offender is of local elaboration, only the 
extracts imported from a foreign country as raw materials being used in its manu- 
facture, the same being sold under a Dutch mark to mislead the consumer and 
make him believe it to be of Dutch origin. This, the court said, created “a false 
indication of credit and of industrial reputation,” as the “Goldfinch” labels bear 
inaccurate information concerning the quality and ingredients of the product, and 
also the false claim that its excellence is vouched for by an official Dutch agency. 
As to the authorization given to the offender by the owner of the trade-mark 
“Goldfinch” for its use, it evidently must be understood that this was to protect 
products manufactured in Holland. There was, accordingly, an evident connivance 
between the foreign company, owner of the trade-mark “Goldfinch,” and the Cuban 
offender to obtain unfair advantages, thus violating Articles 249, 250, 251 and 255 
of the Industrial Property Law. 

The seizure and confiscation of all goods bearing the “Goldfinch” mark was, 
accordingly, ordered.’ 


1. Cuban Official Gazette, April 21, 1941. 
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“BLACK MAGIC” DECISION IN GREAT BRITAIN 





THE “BLACK MAGIC” DECISION IN GREAT BRITAIN 


In cases of opposition based on similarity of the respective goods, the British 
practice is to determine, not primarily, as with us, whether the goods possess the 
same “descriptive properties,” but, in more direct fashion, whether their sale under 
the same or a similar trade-mark, would cause confusion in trade and deceive 
prospective buyers. 

On this theory, the British High Court, on appeal from the Registrar’s refusal 
to register the words “Black Magic” for use on laxatives in solid form, held that 
these goods were so similar to the chocolates put out by the opposers under the 
identical mark, as to be liable to cause the confusion in trade forbidden by the 
statute (Sections 11 and 12). 

It was well known, the court said, that chocolate was in many cases the prin- 
cipal ingredient of laxatives. Moreover, the evidence showed that a majority of 
the stores throughout the country sold both chocolates and laxatives, often over 
the same counter. This, the court remarked, would indubitably lead to confusion 
in the trade, saying “I think that a large number or persons, if they heard of a 
laxative called “Black Magic,” would be likely to think that that laxative was made 
by the same firm who made the ‘Black Magic’ chocolates.” 

The court also noted the fact that the applicant had not yet used his mark, 
whereas the opposers, since the registration of their mark in 1932, had sold more 
than thirty million boxes of their “Black Magic” chocolates, and were the only 
British concern using the mark on goods in the food class.’ 





PATENT LAW COURSE OPEN TO REPORTER SUBSCRIBERS 


A special program on Current Problems in Patent Law, designed primarily 
for patent lawyers, will be conducted from July 14 to July 18 in New York City as 
part of the Practicing Law Institute’s Summer Session courses. The course, which 
consists of twenty lectures, is primarily practical and presents the techniques 
employed by expert practitioners in typical cases. 

The program is concentrated into a period of five days in order to enable 
lawyers from all parts of the country to attend. Lectures are given from 9.00 a.m. 
to 10.00 p.m. in comfortable, air-conditioned quarters in the Hotel Astor. 

Such matters as the organization of the Patent Office, drafting patent specifica- 
tions and claims, Patent Office procedure, infringement suits and the new federal 
rules, the trial of infringement suits, accounting and related problems, interference 
practice and the remedy under R. S. 4915, file wrapper estoppel, patent pools, 
licensing, chemical patents, foreign patents, unfair competition, trade-marks, patents 
and national defense, patents and the anti-trust laws, copyrights, patents and 
general law, and the organization of patent departments will be covered in the 
lectures. The concluding session of the course will be a tour of the Bell Telephone 
Laboratories. 


1. In the Matter of the Application of Edward Hock for the Registration of a Trade-Mark; 
Reports of Patent, Design and Trade-Mark Cases, vol. 58, p. 91. 
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In addition to the lecturers whose names appeared in our February issue 
(Reporter, vol. 31, p. 31) the following specialists in their respective subjects will 
deliver lectures during the course: 


Newton A. Burgess, of Gifford, Scull & Burgess; Chas. M. Candy, Patent Counsel, 
Automatic Electric Company; Karl Fenning, editor U. S. Patents Quarterly; Stephen P. 
Ladas, author of “International Protection of Literary and Artistic Property”; Wallace 
R. Lane, formerly president of the American Patent Law Association; Stephen H. 
Philbin, of Fish, Richardson & Neave; Vernon I. Richard, Supervisory Examiner, 
U. S. Patent Office; F. O. Richey, of Richey & Watts; Otto S. Schairer, vice-president 
of Radio Corporation of America; and Lloyd H. Sutton, Chairman of the Section of 
Patent, Trade-Mark and Copyright Law of the American Bar Association. 


Over 125 New York patent lawyers attended a similar series of lectures this 
spring. Their enthusiastic interest has led to the repetition of the course in ex- 
panded form for the benefit of patent lawyers throughout the country. 

Sixteen other courses are included in the Institute’s Summer Session program. 
Previous summer sessions have been attended by lawyers from 138 cities in 33 
states. 

The Practicing Law Institute, which maintains offices at 150 Broadway, New 
York City, is a non-profit, educational institution chartered by the Board of Regents 
of the University of the State of New York. A detailed program of the course will 
be furnished upon request. 


BOOK REVIEW 
State Price Control Legislation 


Our readers may be interested to learn that the Marketing Laws Survey has 
just published a new volume called “State Price Control Legislation,’ which may 
be obtained from the Government Printing Office in Washington for $1.25. 

The work of the Marketing Law Survey is sponsored by the Works Progress 
Administration. The first volume dealt with the various state anti-trust laws; the 
current volume contains a comprehensive and up-to-date summary of all the state 
statutes dealing with retail price maintenance, prohibition of sales below cost and 
anti-discrimination statutes. Leading court decisions are mentioned throughout, 
and the volume as a whole represents the most complete collection in this entire 
field. 

Also included in the volume are certain special laws relating to trading stamps, 
milk control, sales tax provisions, etc. 

The entire volume was prepared under the supervision of A. F. Martin, Jr., 
director, and E. E. McCleich, assistant director, of the Marketing Laws Survey. 


TRADE SLOGANS 


Since our last published list, the following trade slogan and radio trade-mark 
have been entered in the records of the Association: 


“Sew and Save’—National Needlecraft Bureau. 
“G, C and E” (musical notes)—National Broadcasting Company. 








